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DETAILED ACTION 

Priority 

1 . Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) or 
under 35 U.S.C. 120, 121, or 365(c) is acknowledged. Applicant has not complied with one or 
more conditions for receiving the benefit of an earlier filing date under 35 U.S.C. 1 12 for claims 
1-25 of this application. In particular, applicant claims priority to application 09/837,128 as a 
continuation-in-part, which further claims priority to application 09/386,613 as a continuation-in- 
part, and further claims priority to application 09/322,411 as a continuation-in-part. However, the 
disclosures of applications 09/837128, 09/836613, and 09/32241 1 fail to disclose the subject 
matter claimed by applicants in the instant application. Specifically, the disclosures of these 
applications fail to disclose a portable device comprising storing event content in a memory, 
downloading the stored event content to an external device, controlling operation in a plurality of 
modes as presently claimed in the instant application. Accordingly, applicants are denied the 
benefit of the 04/18/2001 filing date of CIP of application 09/837128, the 08/31/1999 filing date 
of CIP of application 09386613, and the 05/28/1999 of CIP of application 09/32241 1 . 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

The USPTO "Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility" (22 November 2005) Annex IV stated "a signal does not fall within one 
of the four statutory classes of § 1 01 ." 

3. Claim 25 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter as follows. 

Claim 25 is directed to an image which is considered a signal. Further, this claim could 
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also be considered non-functional descriptive material that is not embodied on a tangible 
computer readable medium. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claim 25 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
enablement requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with which it 
is most nearly connected, to make and/or use the invention. Particularly, the original 
specification does not describe "image comprising one of one or more video signals transmitted 
at the event and captured images at the event" as claimed. Instead, the specification describes 
that the system receives video and audio signals for use in displaying images of an event (see 
0010, 0021, 0022). This clearly indicates that the video signal comprises image(s). Therefore, 
this feature directly contradicts what is claimed. 

6. Claim 25 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 
Particularly, the feature of "image comprising one of one or more video signals transmitted at 
the event and captured images at the event" is not disclosed in the specification. 
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Claim Rejections - 35 USC § 112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 5 and 20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 5 is indefinite because there is no antecedent basis for the limitation "the display" 
in line 2. 

Claim 20 is indefinite because there is no antecedent basis for the limitation "the display" 
in line 1. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

10. Claims 1, 5, 8, 14, 15 and 25 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Sibley (U.S. 2001 0039663 A1 ). 

Regarding claim 1 , Sibley discloses a portable device (i.e., user device 18, wherein the 
user device may be a laptop computer or a hand-held device - see figures 1 & 3, 0038), 
comprising: a receiver (90) for receiving video signals relating to an event (i.e., electronic 
content includes television programming) (0044 and figure 3); a viewing system (16, 78) 
configured to provide event content for viewing based upon at least one of the video signals 
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selected by a user (the system provides the requested certain electronic content to subscriber) 
(0038, 0039, 0042, 0044, 0046); and a memory component (94) configured to store event 
content (0039, 0045, 0049). 

Regarding claim 5, Sibley discloses that wherein the memory component is configured 
for access to view the stored event content on the display (for instance, for each item stored in 
memory 94, a menu item is displayed on display 96 so that the user may select the electronic 
content when desired - see 0044, 0046). 

Regarding claim 8, Sibley discloses a processor (within the user device 18) for 
controlling operation in a plurality of modes (since the user devices has cellular phone and 
television functions - see 0052). 

Regarding claims 14 and 15, Sibley discloses that a power source 141 may be a battery 
or a rechargeable battery (see 0056). 

Regarding claim 25, Sibley discloses an image of an event (from electronic content - 
see 0033) configured for display on a portable device (user device 18 - see figures 1 & 3, 
0038), the image comprising one or more video signals transmitted at the event (the electronic 
content may be television programming), the video signals selectable by a user for display and 
provided using one of a plurality of modes of operation, the plurality of modes of operation 
including video or television viewer (see 0042, 0044, 0047). 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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12. Claims 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sibley 
(U.S. 20010039663 A1). 

Regarding claims 6 and 7, Sibley discloses storing the content in the memory 94 of user 
device (see 0039, 0044-0046). Sibley does not explicitly disclose downloading the content to an 
external device, and/or wherein the memory component is configured for removable connection 
to the portable device. Official Notice is taken that downloading or transferring data to a 
removable device such as flash memory for storing data is well known in the art. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
modify the system of Sibley by downloading content to jrexternal device such as flash memory 
in order to provide a quickest and easiest way to transfer large data for storing the data in the 
flash memory. 

13. Claims 2-4, 9, 10, and 16-19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sibley (U.S. 20010039663 A1) in view of Koehler et al. (U.S. 20010042105 A1 ). 

Regarding claims 2 and 3, Sibley discloses wherein the receiver is configured to receive 
electronic content comprising video/audio signals relating to the event (i.e., television 
programming) (see 0033). Sibley does not disclose the receiver further comprising an audio 
component configured to provide event content for listening based upon at least one of the 
audio signals selected by a user and wherein the video and audio signals are transmitted for 
reception only at the event. However, Koehler disclose providing audio signals from a plurality of 
audio sources at the race event such that user can select any or all of the team or the 
participants to listen to during the race. The system further provides video information or a 
plurality of car views during the race so that the user can select one or more views from the car 
views (see 0016, 0018, 0024, 0027). Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify the system of Sibley by providing an 
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audio content for listening based upon at least one of audio signals selected by a user and 
wherein the video and audio signals are transmitted for reception at a race event as disclosed 
by Koehler in order to allow user to selectively listen to communications of race team 
participating and/or view car views in a race event. 

Regarding claim 4, Sibley teaches that the video and audio signals further comprise non- 
event related content (music videos, advertising and promotional materials - see 0033). 

Regarding claim 9, Sibley teaches the device comprising a processor (within the user 
device 18) for controlling operation in a plurality of modes, wherein the plurality of modes 
comprises at least one of video or television viewer (see 0052). 

Regarding claim 10, Sibley teaches the device comprising a housing having a user input 
(98) for selecting one of a plurality of the modes of operation, wherein the plurality of modes 
comprises at least one of video or television viewer (see 0042, 0044, 0047) 

Regarding claim 16, Sibley teaches that wherein the receiver is configured to receive 
the video and audio signals on a plurality of frequencies (the electronic content may be 
television programming that includes wide variety of multi-channel content - see 0033). 

Regarding claim 17, Sibley teaches that wherein the receiver is configured to receive the 
video and audio signals using a plurality of transmission protocols (cable, satellite, cellular 
communication system - see 0034, 0037 and figure 2). 

Regarding claim 18, Sibley teaches that wherein the receiver is configured to receive the 
video and audio signals only when authorized (see 0052). 

Regarding claim 19, Sibley teaches wherein the receiver is configured to receive the 
video and audio signals only when authorized, the authorization based upon a unique code 
associated with a portable device (conditional access software - see 0052). 
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14. Claims 11-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sibley 
(U.S. 20010039663 A1) in view of Matsui et al. (US 6,052,239 A). 

Regarding claims 11-13, Sibley does not teach the portable device further comprising an 
optics system having first and second lens assemblies provided as part of a housing, the optics 
system configured to provide a plurality of magnified modes of operation. However, Matsui 
teaches a magnification optical system comprising a pair of lens that are accommodated in a 
housing of a portable device. A user can operates operation button to cause the magnification 
optical system to set the distance and the size of the virtual image. The distance to an virtual 
image or the like is changed in accordance with an image. The distance can also be changed by 
operating the option button (see figure 2; col. 1 , lines 6-1 1 ; col. 1-2, lines 66-8; col. 4, lines 46- 
58; col. 16, lines 50-53). Therefore, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to modify the system of Sibley by including optics system 
having first and second lens assemblies provided as part of a housing, the optics system 
configured to provide a plurality of magnified modes of operation as taught by Matsui in order to 
effectively provide user a magnified information for better viewing. 

15. Claims 21-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sibley 
(U.S. 20010039663 A1) in view of Koehler et al. (U.S. 20010042105 A1 ) in view of Matsui et al. 
(US 6,052,239 A). 

Regarding claim 21, Sibley discloses a portable event entertainment device (user device 
18, wherein the user device may be a laptop computer or a hand-held device - see figures 1 & 
3, 0038), comprising: a receiver (90) for receiving video signals relating to an event (i.e., 
electronic content includes television programming) (0044 and figure 3); a display (96) 
configured to allow viewing the images of the event based upon at least one received video 
signal selected by a user (the system provides the requested certain electronic content to 
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subscriber - 0038, 0039, 0042, 0044, 0046); an audio system (within the user device - see 
figures 1 and 6-7) configured to allow listening to the sounds of the event; a processor (within 
the user device) for controlling operation in a plurality of modes, wherein the plurality of modes 
comprises at least one of video or television viewer (see 0052); and a memory component 
configured to store images and sounds of the event (see 0039, 0045, 0049). 

Sibley does not teach the video and audio signals defining images and sounds of the 
event and transmitted for reception at the event and providing sounds of the event based upon 
at least one received audio signal selected by a user. However, Koehler disclose providing 
audio signals from a plurality of audio sources at the race event such that user can select any or 
all of the team or the participants to listen to during the race. The system further provides video 
information or a plurality of car views during the race so that the user can select one or more 
views from the car views (see 0016, 0018, 0024, 0027). Therefore, it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to modify the system of 
Sibley by providing an audio content for listening based upon at least one of audio signals 
selected by a user and wherein the video and audio signals are transmitted for reception at a 
race event as disclosed by Koehler in order to allow user to selectively listen to communications 
of race team participating and/or view car views in a race event. 

Further regarding claim 21 and claim 24, Sibley does not teach an optics system 
configured to allow viewing of the event and the optics system configured to provide a plurality 
of magnified modes of operation. However, Matsui teaches a magnification optical system 
comprising a pair of lens that are accommodated in a housing of a portable device. A user can 
operates operation button to cause the magnification optical system to set the distance and the 
size of the virtual image. The distance to an virtual image or the like is changed in accordance 
with an image. The distance can also be changed by operating the option button (see figure 2; 
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col. 1, lines 6-11; col. 1-2, lines 66-8; col. 4, lines 46-58; col. 16, lines 50-53). Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made to 
modify the system of Sibley by including optics system having first and second lens assemblies 
provided as part of a housing, the optics system configured to provide a plurality of magnified 
modes of operation as taught by Matsui in order to effectively provide user a magnified 
information for better viewing. 

Regarding claim 22, Sibley discloses providing conditional access to the event content 
based upon a unique access code (conditional access software - see 0052). 

Regarding claim 23, Sibley discloses a user input (98) selectably operable by a user to 
control the images and sounds provided to the display and audio system (see 0044, 0047). 

16. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sibley (U.S. 
20010039663 A1) in view of Rallison et al. (U.S. 5,903,395 A). 

Regarding claim 20, Sibley fails to disclose that the display is configured for viewing by a 
user when engaged with the user's face. However, Rallison discloses a personal visual display 
including a head-mounted display for providing a high quality of image and an exclusive view of 
the visual information (see abstract; col.1, lines 3-6 and 60-63 and figures 1 and 15). Therefore, 
it would have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify the system of Sibley by including the a personal visual display including a head- 
mounted display as taught by Rallison in order to provide a high quality of image and an 
exclusive view of the visual information. 

Conclusion 

1 7. The following are suggested formats for either a Certificate of Mailing or Certificate of 
Transmission under 37 CFR 1 .8(a). The certification may be included with all correspondence 
concerning this application or proceeding to establish a date of mailing or transmission under 37 
CFR 1 .8(a). Proper use of this procedure will result in such communication being considered as 
timely if the established date is within the required period for reply. The Certificate should be 
signed by the individual actually depositing or transmitting the correspondence or by an 
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individual who, upon information and belief, expects the correspondence to be mailed or 
transmitted in the normal course of business by another no later than the date indicated. 



Certificate of Mailing 

I hereby certify that this correspondence is being deposited with the United States Postal Service with 
sufficient postage as first class mail in an envelope addressed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

on . 

(Date) 

Typed or printed name of person signing this certificate: 



Signature: 

Registration Number: 

Certificate of Transmission 

I hereby certify that this correspondence is being facsimile transmitted to the United States Patent and 

Trademark Office, Fax No. ( ) - on . 

(Date) 

Typed or printed name of person signing this certificate: 



Signature: 



Registration Number: 

Please refer to 37 CFR 1.6(d) and 1 .8(a)(2) for filing limitations concerning facsimile 
transmissions and mailing, respectively. 

Any inquiry concerning this communication or earlier communications from the examiner 

should be directed to Ngoc K. Vu whose telephone number is 571-272-7306. The examiner can 

normally be reached on Monday-Friday; 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Miller can be reached on 571-272-7353. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-91 99 (IN USA OR CANADA) or 571-272-1000. 




Ngoc K. Vu 
Primary Examiner 
Art Unit 2623 



August 18, 2006 



